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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1-35 in the reply filed on 
10/22/2008 is acknowledged. The traversal is on the ground(s) that there is no valid 
basis for the holding of lack of unity of invention. This is not found persuasive because 
the inner pipe or portion of the pipe coated with a latex substances that has an ionic 
charge has been discovered to seal a pipe in GB 1322122, thus a pipe coated with a 
latex substance is not a special inventive entity. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

2. Claim 9 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The claim does not make 
reference to the claim that is dependent from. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
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the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 4 recites the 
broad recitation "the latter having a temperature of less than approximately 30° C", 
and the claim also recites "preferably of less than or equal to approximately 20° C" 
which is the narrower statement of the range/limitation. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claim 35 is rejected under 35 U.S.C. 102(b) as being anticipated by Morris et al. 
(GB 1322122, hereinafter "Morris"). 
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In regards to claim 35, Morris discloses a method of sealing leaks in pipes and 
other carriers of fluids comprising applying the material to be sealed a natural or 
synthetic rubber latex or dispersion (col. 1 lines 12-19). The latex is formed on the 
internal wall of the pipe (col. 2 lines 78-90). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 1-14, 19-25, 31 and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Morris et al. (GB 1322122, hereinafter "Morris") in view of Sanborn et 
al. (US 5,652,024, hereinafter "Sanborn"). 

Morris discloses a method of sealing leaks in pipes and other carriers of fluids 
comprising applying the material to be sealed a natural or synthetic rubber latex or 
dispersion (col. 1 lines 12-19). The latex is formed on the internal wall of the pipe (col. 2 
lines 78-90). The suitable synthetic lattices or dispersions that may be used are 
polyurethanes, polychloroprenes, styrene/butadiene rubbers, polyacrylonitrile rubbers, 
acrylic rubbers, etc. (col. 1 lines 20-29). The preferred dispersions and lattices are 
those which yield non-inflammable films on drying (col. 1 lines 30-36). The total solids 
content of the latex or dispersion is about 10% to 70%, preferably about 50% to 70% 
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(col. 2 lines 66-72). The "flood and drain" technique is the suitable method for forming 
the latex layer on the internal wall of the pipe (col. 2 lines 73-77). A latex or dispersion 
which cures at ambient temperatures is pumped into the pipe until it is a full as possible. 
By means of capillary action and hydrostatic pressure the latex or dispersion penetrates 
any gaps and inefficient sealing material. If desired, pressure may be applied to the pipe 
using in order to improve penetration. The excess liquid is then withdrawn from the pipe. 
The latex or dispersion remaining in the pipe is then allowed to dry to form an elastic 
tough rubber film (col. 2 lines 78-90). 

Morris is silent with regards to the conductivity of the latex. It would be obvious 
to one of ordinary skill in the art that the film would want to exhibit a low conductivity to 
avoid electrostatic behavior that could potentially lead to explosions within the pipelines. 
It is inherent to one of ordinary skill in the art that water is a type of fluid. It would be 
obvious to one of ordinary skill in the art that the latex would be a food grade, purified, 
and the reduction of water-soluble constituents for the use of waterlines pertaining to 
drinking water to prevent any contamination that could potential harmful to the 
consumer. 

9. Claims 15-18, 26-30, 33 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Morris et al. (GB 1322122, hereinafter "Morris") in view of Sanborn et 
al. (US 5,652,024, hereinafter "Sanborn"). 
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Morris discloses the method of forming a latex lining on the internal wall of a 
pipeline as previously discussed. Morris is silent with the glass transition temperature, 
the particle size, and the treatment of acid prior to the coating of the latex. 

Sanborn discloses applying a latex polymer to a metal substrate to prevent 
corrosion (col. 1 lines 6-9). The coating composition contains from 5% to 30% by 
weight of the composition solids of the coating composition (col. 3 lines 19-21). The 
latex polymer may be copolymerized from at least one comonomer disclosed (col. 3 
lines 29-53). The glass transition temperature of the latex polymer is in the range from 
10°C-16°C (col. 4 lines 28-30). The latex polymer has a particle size in the range from 
80 to 200 nanometers (col. 5 lines 6-8). The corrosion protection system typically 
includes a primer coat having a thickness in the range of 25 micrometers to 125 
micrometers, a top coat and a mid-coat which are produced from suitable polymers, 
such as, latex polymers (col. 8 lines 44-58). The coatings are suitable for water 
pipelines (col. 8 lines 58-62). The coating is heated to a temperature of 60°C (col. 10 
lines 60-61). 

It would be obvious to one of ordinary skill in the art to use the latex polymer of 
Sanborn as the latex lining of Morris, because the latex polymer of Sanborn would 
provide a corrosion-resistant coating to the pipes of Morris, which would provide barrier 
properties and prevent potential harmful residues from contamination of the water in the 
water pipelines. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELLEN S. WOOD whose telephone number is (571)270- 
3450. The examiner can normally be reached on M-F 730-5 with every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571)272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. Lawrence Tarazano/ 

Supervisory Patent Examiner, Art Unit 1794 



